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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
Halliburton Energy Services, Inc.  §  
      §  Opposition No. 91205542 
  Opposer/Respondent,  §  
      §  Application Serial No. 85/402,715  
v.      §    
      §  Mark:  VACS  
Baker Hughes Incorporated,   §    
      §     
  Applicant/Petitioner.  §    
 

FIRST AMENDED PETITION FOR CANCELLATION  
IN RESPONSE TO OPPOSER’S MOTION TO DISMISS 

 
Pursuant to TBMP § 503.03, Applicant/Petitioner Baker Hughes Incorporated files this 

its First Amended Petition for Cancellation in Response to Opposer Halliburton Energy Services, 

Inc.’s Motion to Dismiss Applicant’s Counterclaim for Fraud and Memorandum in Support 

Thereof, and respectfully shows: 

I. PARTIES 

 1. Baker Hughes Incorporated (“Baker Hughes”) is a Delaware corporation located 

and doing business in Houston, Texas.  Baker Hughes is the owner of U.S. Trademark 

Application Serial No. 85/402,715 seeking to register the mark VACS for “mechanical downhole 

equipment for use in oil, gas and water wells, namely, downhole tool for removing debris from, 

and otherwise cleaning, wellbores and downhole casing and tubing.”  U.S. Trademark 

Application Serial No. 85/402,715 was filed August 19, 2011, and claims a first use of the mark 

VACS on the listed goods at least as early as October, 1998, and a first use in commerce at least 

as early as July 14, 1999.  This application is presently pending and has been published pursuant 

to 15 U.S.C. § 1062.  Upon publication, Respondent initiated an opposition proceeding against 

Baker Hughes’ application.  
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 2. Upon information and belief, Respondent Halliburton Energy Services, Inc. 

(“Opposer” or “Respondent”) is a Delaware corporation located and doing business at 10200 

Bellaire Blvd., Houston, Texas 77072.  Respondent is the owner of record of the U.S. Trademark 

Registration No. 3,738,313 (“the ‘313 Registration”).  The ‘313 Registration was registered on 

January 12, 2010, for “drilling machines; drilling machines and parts therefor.” 

3. Baker Hughes believes that it is being, and will continue to be, damaged by the 

‘313 Registration and hereby petitions to cancel the ‘313 Registration based upon the following 

grounds. 

II. FACTS 

A. Background of the ‘313 Registration 

 4. The trademark application that resulted in the issuance of the ‘313 Registration 

for the mark VAC TECH was filed on December 21, 2006, for “drilling machines; drilling 

machines and parts thereof” and assigned United States Trademark Application Serial No. 

77/069,596 (“the ‘596 Application”).  A true and correct copy of the ‘596 Application as 

originally filed is attached hereto as Exhibit A, the contents of which is hereby incorporated by 

reference in its entirety.  The ‘595 Application was filed under Section 1(b) by Respondent’s 

predecessor-in-interest, Wellbore Energy Solutions, LLC.  In filing the ‘596 Application, 

Respondent’s attorney of record declared: 

“If the [Respondent] is filing under Section 1(b), intent to use, the 
[Respondent] declares that it has a bona fide intention to use or use 
through the [Respondent]’s related company or licensee the mark in 
commerce on or in connection with the identified goods and/or services. 
15 U.S.C. Section 1051(b), as amended. 

… 

The undersigned, being hereby warned that willful false statements and 
the like so made are punishable by fine or imprisonment, or both, under 18 
U.S.C. Section 1001, and that such willful false statements, and the like, 
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may jeopardize the validity of the application or any resulting registration, 
declares that he/she is properly authorized to execute this application on 
behalf of the [Respondent]; he/she believes the [Respondent] to be the 
owner of the trademark/service mark sought to be registered, or, if the 
application is being filed under 15 U.S.C. Section 1051(b), he/she believes 
[Respondent] to be entitled to use such mark in commerce; to the best of 
his/her knowledge and belief no other person, firm, corporation, or 
association has the right to use the mark in commerce, either in the 
identical form thereof or in such near resemblance thereto as to be likely, 
when used on or in connection with the goods/services of such other 
person, to cause confusion, or to cause mistake, or to deceive; and that all 
statements made of his/her own knowledge are true; and that all 
statements made on information and belief are believed to be true.” 

See Exhibit A, p. 3. 

5. On December 28, 2006 the United States Patent and Trademark Office 

(“USPTO”) assigned the ‘596 application the pseudo mark VACUUM TECH.  A true and 

correct copy of the Notice of Pseudo Mark is attached hereto as Exhibit B, the contents of which 

is hereby incorporated by reference in its entirety. 

6. The USPTO mailed an Office Action on March 13, 2007 that refused registration 

of Respondent’s mark VAC TECH under Section 2(e)(1) because the proposed mark “merely 

described a function of the [Respondent]’s goods.”  In particular, the March 13, 2007 Office 

Action stated: 

“Here, [Respondent]’s goods are drilling machines, as described by 
[Respondent] in the application. Drilling involves using vacuum 
technology to remove dirt and rock. Vacuum excavation comprises a good 
portion of horizontal excavation especially. Attached Internet evidence 
shows that vacuums are commonly sold with and as a part of drilling 
equipment, that vacuum excavation is a separate service regularly 
performed and advertised by drilling and industrial vacuum companies, 
and that vacuuming is done as a part of the drilling process. The attached 
Internet dictionary evidence also shows that “TECH” is a shortened form 
of the word “technology,” and that “VAC” is a shortened form of the word 
“vacuum.” Additionally, the attached U.S. Registrations show that the 
Office has required disclaimer of “TECH” and “VAC” as descriptive of 
goods.  
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The combination of the two terms “VAC” and “TECH” does nothing to 
obviate the descriptiveness of either term; in fact, it does the opposite 
making the wording more descriptive. [Respondent]’s proposed mark 
merely describes [Respondent]’s goods – vacuum technology – so the 
mark is refused registration.” 

March 13, 2007 Office Action, pp. 2-3.  A true and correct copy of the March 13, 2007 Office 

Action is attached hereto as Exhibit C, the contents of which is hereby incorporated by reference 

in its entirety. 

 7. Respondent’s attorney of record traversed the merely descriptive refusal of the 

March 13, 2007 Office Action by stating in a Response to Office Action filed on September 14, 

2007: 

“The Examining Attorney has rejected the mark “VAC TECH” as 
allegedly merely descriptive. The Examiner cites reproductions of web 
pages using the term “Vacuum”. However, no where is the term “VAC” 
cited in connection with specific machines or drilling processes. The word 
“VAC”, without more, does not describe or identify a particular drilling 
machine or a type of drilling operation. The Examiner contends that the 
term “VAC” merely describes vacuuming that is done as a part of the 
drilling process.  The Examiner, however, has not shown that the oilfield 
industry uses the word “VAC”. Furthermore, the documents cited by the 
Examiner show that “vac” is not solely a shortened version of “vacuum”. 
Instead, “vac” may be a shortened version of several different words that 
have no relation to “vacuum”, e.g., vacancy and vacant. Accordingly, the 
rejection is not proper and should be removed.” 
 

September 14, 2007 Response to Office Action, p. 1.  A true and correct copy of the September 

14, 2007 Response to Office Action is attached hereto as Exhibit D, the contents of which is 

hereby incorporated by reference in its entirety. 

8. On October 2, 2007, Respondent’s attorney of record authorized the Trademark 

Examining Attorney to amend the ‘596 Application from the Principal Register to the 

Supplemental Register, and to add the following disclaimer statement to the record: “[n]o claim 

is made to the exclusive right to use “TECH” apart from the mark as shown.”  The Trademark 

Examining Attorney entered the amendments by Examiner Amendment the same day.  A true 
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and correct copy of the Examiner’s Amendment entered on October 2, 2007 is attached hereto as 

Exhibit E, the contents of which is hereby incorporated by reference in its entirety. 

9. On October 23, 2007, the USPTO mailed a second Office Action explaining that 

the Examiner Amendment entered on October 2, 2007 was improper because an applicant may 

not amend its application to seek registration on the Supplemental Register until an acceptable 

amendment to allege use under 37 C.F.R. § 2.76 has been timely filed, and re-urged the merely 

descriptive refusal.  A true and correct copy of the October 23, 2007 Office Action is attached 

hereto as Exhibit F, the contents of which is hereby incorporated by reference in its entirety. 

 10. Respondent responded to the second Office Action on April 23, 2008 by 

including an allegation of use and requesting registration on the Supplemental Register.  A true 

and correct copy of the April 23, 2008 Response to Office Action is attached hereto as Exhibit G, 

the contents of which is hereby incorporated by reference in its entirety.  In filing the second 

Office Action on April 23, 2008, Respondent’s attorney of record declared: 

“If the [Respondent] is seeking registration under Section 1(b) and/or 
Section 44 of the Trademark Act, the [Respondent] had a bona fide 
intention to use or use through the [Respondent]’s related company or 
licensee the mark in commerce on or in connection with the identified 
goods and/or services as of the filing date of the application. 37 C.F.R. 
Secs. 2.34(a)(2)(i); 2.34 (a)(3)(i); and 2.34(a)(4)(ii). If the [Respondent] is 
seeking registration under Section 1(a) of the Trademark Act, the mark 
was in use in commerce on or in connection with the goods or services 
listed in the application as of the application filing date. 37 C.F.R. Secs. 
2.34(a)(1)(i). The undersigned, being hereby warned that willful false 
statements and the like so made are punishable by fine or imprisonment, 
or both, under 18 U.S.C. §1001, and that such willful false statements may 
jeopardize the validity of the application or any resulting registration, 
declares that he/she is properly authorized to execute this application on 
behalf of the [Respondent]; he/she believes the [Respondent] to be the 
owner of the trademark/service mark sought to be registered, or, if the 
application is being filed under 15 U.S.C. §1051(b), he/she believes 
[Respondent] to be entitled to use such mark in commerce; to the best of 
his/her knowledge and belief no other person, firm, corporation, or 
association has the right to use the mark in commerce, either in the 
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identical form thereof or in such near resemblance thereto as to be likely, 
when used on or in connection with the goods/services of such other 
person, to cause confusion, or to cause mistake, or to deceive; that if the 
original application was submitted unsigned, that all statements in the 
original application and this submission made of the declaration signer’s 
knowledge are true; and all statements in the original application and this 
submission made on information and belief are believed to be true.” 

See Exhibit G, p. 3. 

11. The Trademark Examining Attorney issued a final Office Action on May 15, 

2008 re-urging the merely descriptive refusal and explaining that: 

“[Respondent]’s response, dated April 23, 2008, states that the 
[Respondent] is filing an ‘accompanying statement of use.’ However, no 
such statement of use had been filed.”   

May 15, 2008 Final Office Action, p. 2.  A true and correct copy of the May 15, 2008 Response 

to Office Action is attached hereto as Exhibit H, the contents of which is hereby incorporated by 

reference in its entirety. 

 12. On November 17, 2008, Respondent’s attorney of record filed an Amendment to 

Allege Use asserting that the mark had been first used in commerce at least as early as May 31, 

2008 on or in connection with the applied-for goods; namely, “drilling machines; drilling 

machines and parts therefor,” as well as a specimen described as a “hang tag with the mark 

printed clearly thereon.”  A true and correct copy of the November 17, 2008 Amendment to 

Allege Use and accompanying Specimen is attached hereto as Exhibit I, the contents of which is 

hereby incorporated by reference in its entirety.  In filing the Amendment to Allege Use on 

November 17, 2008, Respondent’s attorney of record declared: 

“[Respondent] requests registration of the above-identified 
trademark/service mark in the United States Patent and Trademark Office 
on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. 
Section 1051 et seq., as amended). [Respondent] is the owner of the mark 
sought to be registered, and is using the mark in commerce on or in 
connection with the goods/services identified above, as evidenced by the 
attached specimen(s) showing the mark as used in commerce. 
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The undersigned being hereby warned that willful false statements and the 
like are punishable by fine or imprisonment, or both, under 18 U.S.C. 
Section 1001, and that such willful false statements and the like may 
jeopardize the validity of this document, declares that he/she is properly 
authorized to execute this document on behalf of the Owner; and all 
statements made of his/her own knowledge are true and that all statements 
made on information and belief are believed to be true.” 

See Exhibit I, p. 3. 

 13. Two days later, the Trademark Examining Attorney mailed an Abandonment 

Notice that stated that the November 17, 2008 Amendment to Allege Use was an incomplete 

response to the Office Action issued/mailed on May 15, 2008 because the specimen submitted by 

Respondent was unacceptable.  The Trademark Examining Attorney stated: 

“The originally submitted specimen is unacceptable because it appears to 
be temporary in nature. Specifically, the specimen is identified as a hang 
tag for drilling machines and parts therefore. The specimen appears as a 
photocopied piece of paper that appears to have the words “VAC TEC” 
applied using a label maker or similar printing device. The specimen does 
not appear to be a valid use of the mark in commerce.  

Because the specimen does not support use, the mark may not be amended 
to the Supplemental Register. Trademark Act Section 23, 15 U.S.C. 
§1091; 37 C.F.R. §§2.47 and 2.75(a); TMEP §§801.02(b), 815 and 816 et 
seq. 

For the above reasons, the [Respondent]’s response does not overcome the 
final refusal to register the mark as being merely descriptive of the goods. 
See 15 U.S.C. §1052(e)(1); 37 C.F.R. §2.64(a).” 

November 19, 2008 Amendment Notice, p. 1.  A true and correct copy of the November 19, 

2008 Abandonment Notice is attached hereto as Exhibit J, the contents of which is hereby 

incorporated by reference in its entirety. 

 14. On April 1, 2009, Respondent filed a Second Amendment to Allege Use 

asserting that the mark had been first used in commerce at least as early as May 31, 2008 on or in 

connection with the applied-for goods; namely, “drilling machines; drilling machines and parts 

therefor,” as well as a second specimen described as “brochure/advertising materials.”  A true 
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and correct copy of the April 1, 2009 Second Amendment to Allege Use and accompanying 

specimen is attached hereto as Exhibit K, the contents of which is hereby incorporated by 

reference in its entirety.  In filing the Second Amendment to Allege Use on April 1, 2009, 

Respondent’s attorney of record declared: 

“[Respondent] requests registration of the above-identified 
trademark/service mark in the United States Patent and Trademark Office 
on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. 
Section 1051 et seq., as amended). [Respondent] is the owner of the mark 
sought to be registered, and is using the mark in commerce on or in 
connection with the goods/services identified above, as evidenced by the 
attached specimen(s) showing the mark as used in commerce. 

The undersigned being hereby warned that willful false statements and the 
like are punishable by fine or imprisonment, or both, under 18 U.S.C. 
Section 1001, and that such willful false statements and the like may 
jeopardize the validity of this document, declares that he/she is properly 
authorized to execute this document on behalf of the Owner; and all 
statements made of his/her own knowledge are true and that all statements 
made on information and belief are believed to be true.” 

See Exhibit K, p. 3. 

 15. The Trademark Examining Attorney, on May 13, 2009, issued an Office Action, 

that superseded the abandonment notice dated November 19, 2008 and stated that the 

abandonment notice was issued in error.  A true and correct copy of the May 13, 2009 Office 

Action is attached hereto as Exhibit L, the contents of which is hereby incorporated by reference 

in its entirety.  The May 13, 2009 Office Action further rejected the specimen submitted on April 

1, 2009 because:  “it consists of advertising material for goods. Section 45 of the Trademark Act 

requires use ‘on the goods or their containers or the displays associated therewith or on tags or 

labels affixed thereto.’ 15 U.S.C. §1127; see 37 C.F.R. §2.56(b)(1); TMEP §§904.04(b)-(c). 

Respondent lists the specimen as ‘brochure/advertising material’ which appears to be an 

acknowledgement that the specimen consists of advertising.”  See Exhibit L, p. 1. 
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 16. Six months later, on November 13, 2009, Respondent, through its attorney of 

record, submitted a further Response to Office Action stating: 

“In response to the rejection of the specimen of use submitted April 1, 
2009, [Respondent] respectfully asserts that the characterization of the 
specimen in the Allegation of Use as “brochure/advertising” was a 
misnomer on [Respondent]’s part. Rather, [Respondent] respectfully 
submits that the specimen functions as a point of sale display closely 
associated with the goods in the course of trade and in the customary 
method of presenting the goods to prospective customers. [Respondent] 
would also respectfully point out that the nature of the goods is such that 
applying or affixing the mark directly onto the product itself by marking 
or stamping is not feasible or desirable because the product is used in 
down hole oil drilling operations. Because the product is a highly 
engineered tool that operates within well casing to precise specifications 
of dimension, tolerance, and performance, any markings on the tool are to 
be avoided.  

For these reasons, [Respondent] asserts that the specimen document is 
suitable to show trademark use because it serves to identify the source of 
the goods at the point of sale in the ordinary course of trade that is 
customary for goods of this type in the relevant marketplace and industry. 
Accordingly, [Respondent] respectfully requests that the rejection of the 
specimen be withdrawn and that the application proceed to registration.” 

November 13, 2009 Response to Office Action, p. 1.  A true and correct copy of the November 

13, 2009 Response to Office Action is attached hereto as Exhibit M, the contents of which is 

hereby incorporated by reference in its entirety. 

 17. In view of the arguments made by Respondent’s attorney of record in the 

Response to Office Action filed November 13, 2009, the Trademark Examining Attorney 

accepted the amendment to allege use based on respondent’s “point of sale display” filed on 

April 9, 2009.  See Exhibits K and M.  The ‘596 Application was subsequently published on 

December 11, 2009, and the registration certificate was issued on January 12, 2010. 
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III. GROUNDS FOR CANCELLATION 
 
A. The ‘313 Registration was Obtained Fraudulently  
 
 18. Baker Hughes re-alleges paragraphs 1-17 herein. 

 19. Respondent’s registration should be cancelled because Respondent’s 

predecessor-in-interest, Wellbore Energy Solutions, LLC, made materially false representations 

to the United States Patent and Trademark Office by and through its attorney of record knowing 

such statements to be false and with the intent to deceive the United States Patent and Trademark 

Office. 

 20. In particular, during the prosecution of the ‘596 Application Respondent’s 

attorney of record intentionally made at least two materially fraudulent statements despite being 

“warned that false statements and the like are punishable by fine or imprisonment, or both, under 

18 U.S.C. Section 1001, and that such willful false statements and the like may jeopardize the 

validity of this document.”   

 21. Respondent’s first fraudulent statement was that it was “… entitled to use such 

mark in commerce; to the best of his/her knowledge and belief no other person, firm, 

corporation, or association has the right to use the mark in commerce, either in the identical form 

thereof or in such near resemblance thereto as to be likely, when used on or in connection with 

the goods/services of such other person, to cause confusion, or to cause mistake, or to deceive” 

(the “First Fraudulent Statement”).  The First Fraudulent Statement was made in the ‘596 

Application filed on December 21, 2006, and in the April 23, 2008 Response to Office Action.  

See Exhibits A and G. 
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 22. The First Fraudulent Statement was false because Respondent (and its 

predecessor-in-interest) was not entitled to use the mark in commerce because Baker Hughes’ 

trademark rights in VACS were senior.   

 23. Respondent’s predecessor-in-interest knew the First Fraudulent Statement was 

false because Baker Hughes had been openly and widely using its mark VACS on the products 

listed in U.S. Trademark Application Serial No. 85/402,715 since at least as early as July 14, 

1999.  The goods listed in Baker Hughes’ U.S. Trademark Application Serial No. 85/402,715 are 

identical to goods sold and offered for sale by Respondent and its predecessor-in-interest in 

connection with its mark VAC TECH.  This is because Respondent and its predecessor-in-

interest never used the mark in commerce on or in connection with “drilling machines; drilling 

machines and parts therefor.”  In particular, Respondent and its predecessor-in-interest never 

sold or transported, and never intended to sell or transport, in commerce “drilling machines; 

drilling machines and parts therefor,” bearing the mark VAC TECH.  Further, Respondent and 

its predecessor-in-interest never placed the mark VAC TECH on such goods or their containers 

or the displays associated therewith or on the tags or labels affixed thereto, or on documents 

associated with the goods or their sale.  Instead, Respondent (and its predecessor-in-interest) 

used the mark VAC TECH on or in connection with mechanical downhole equipment for use in 

oil, gas and water wells, namely, downhole tool for removing debris from, and otherwise 

cleaning, wellbores and downhole casing and tubing.  Further, the parties’ respective customers 

and potential customers are virtually identical, and the advertising media for the parties’ 

respective goods and the channels of distribution for the parties’ respective goods are virtually 

identical.  Thus, at the time Respondent filed the ‘596 Application, Respondent was well-aware 
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of Baker Hughes’ mark VACS and such knowledge is imputed to Respondent’s attorney of 

record. 

 24. Respondent’s predecessor-in-interest made the First Fraudulent Statement with 

the intent to deceive the USPTO during the application process in order to distract the USPTO 

from the fact that another party was using a confusingly similar mark on goods that were 

identical to Respondent’s goods and its predecessor-in-interest’s goods well before Respondent 

and its predecessor-in-interest adopted and began using its mark VAC TECH. 

 25. The First Fraudulent Statement was material to the registerability of the mark 

because the USPTO would have refused registration of VAC TECH had it known the truth about 

Baker Hughes’ senior, continuous, and exclusive use of its mark VACS on goods that are 

identical to Respondent’s goods and its predecessor-in-interest’s goods on which it uses its VAC 

TECH mark, i.e., mechanical downhole equipment for use in oil, gas and water wells, namely, 

downhole tool for removing debris from, and otherwise cleaning, wellbores and downhole casing 

and tubing. 

 26. The second fraudulent statement was the statement that Respondent’s 

predecessor-in-interest was “using the mark in commerce on or in connection with all the goods 

… identified” in the existing registration, namely, ‘drilling machines; drilling machines and parts 

therefor’ “as evidenced by the attached specimen(s) showing the mark as used in commerce” 

(“Second Fraudulent Statement”).  The Second Fraudulent Statement was made in the 

Amendment to Allege Use filed on November 17, 2008 and the second Amendment to Allege 

Use filed on April 1, 2009.  See Exhibits I and K. 

 27. The Second Fraudulent Statement was false because Respondent and its 

predecessor-in-interest never used the mark in commerce on or in connection with “drilling 
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machines; drilling machines and parts therefor.”  In particular, Respondent and its predecessor-

in-interest never sold or transported, and never intended to sell or transport, in commerce 

“drilling machines; drilling machines and parts therefor,” bearing the mark VAC TECH.  

Further, Respondent and its predecessor-in-interest never placed the mark VAC TECH on such 

goods or their containers or the displays associated therewith or on the tags or labels affixed 

thereto, or on documents associated with the goods or their sale.  Instead, Respondent and its 

predecessor-in-interest used the mark on or in connection with mechanical downhole equipment 

for use in oil, gas and water wells, namely, downhole tool for removing debris from, and 

otherwise cleaning, wellbores and downhole casing and tubing. 

 28. Respondent’s predecessor-in-interest knew that the Second Fraudulent Statement 

was false when it submitted to the USPTO a specimen on April 1, 2009 evidencing use of its 

mark on or in connection with mechanical downhole equipment for use in oil, gas and water 

wells, namely, downhole tool for removing debris from, and otherwise cleaning, wellbores and 

downhole casing and tubing.  In so doing, Respondent’s predecessor-in-interest knowingly and 

intentionally mislead the USPTO to understand that the specimen submitted on April 1, 2009 

evidenced use of Respondent’s predecessor-in-interest’s mark on or in connection with “drilling 

machines; drilling machines and parts therefor” when, in fact, Respondent had never, and has 

never, used the mark VAC TECH on any drilling machines, or parts therefor.   

 29. Respondent’s predecessor-in-interest made the Second Fraudulent Statement in 

order to distract the USPTO from the fact that Baker Hughes was using a mark, VACS, on goods 

that were identical to Respondent’s actual goods well before Respondent adopted and began 

using its confusingly similar mark VAC TECH. 
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30. Thus, through the First Fraudulent Statement and the Second Fraudulent 

Statement by Respondent’s attorney of record, either together or individually, Respondent 

fraudulently obtained the ‘313 Registration for the mark VAC TECH.  Thus, the ‘313 

Registration should be cancelled. 

B. Respondent Abandoned Its Mark VAC TECH 
 
 31. Baker Hughes re-alleges paragraphs 1-30 herein. 

 32. The listed goods of the ‘313 Registration for VAC TECH are “drilling machines; 

drilling machines and parts therefor;” however, neither Respondent nor its predecessor-in-

interest has ever used the VAC TECH mark on or in connection with such goods.  In particular, 

Respondent and its predecessor-in-interest never sold or transported, and never intended to sell 

or transport, in commerce “drilling machines; drilling machines and parts therefor,” bearing the 

mark VAC TECH.  Further, Respondent and its predecessor-in-interest never placed the mark 

VAC TECH on such goods or their containers or the displays associated therewith or on the tags 

or labels affixed thereto, or on documents associated with the goods or their sale.  Instead, 

Respondent and its predecessor-in-interest used the mark on or in connection with different 

goods, i.e., mechanical downhole equipment for use in oil, gas and water wells, namely, 

downhole tool for removing debris from, and otherwise cleaning, wellbores and downhole casing 

and tubing. 

33. The specimen filed with the USPTO by Respondent on April 1, 2009 shows use 

of the mark VAC TECH on or in connection with mechanical downhole equipment for use in oil, 

gas and water wells, namely, downhole tool for removing debris from, and otherwise cleaning, 

wellbores and downhole casing and tubing.  The specimen filed on April 1, 2009 does not show 
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use of the mark VAC TECH on or in connection with “drilling machines; drilling machines and 

parts therefor.” 

34. Because neither Respondent nor its predecessor-in-interest has ever used the mark 

VAC TECH on or in connection “drilling machines; drilling machines and parts therefor,” 

Respondent has abandoned this mark for these goods and, therefore, the ‘313 Registration should 

be cancelled. 

C. Respondent’s Mark is Likely to Cause Confusion 
 
 35. Baker Hughes re-alleges paragraphs 1-34 herein. 

 36. Baker Hughes has been using its mark VACS on the goods listed in U.S. 

Trademark Application Serial No. 85/402,715 since at least as early as July 14, 1999.  The goods 

listed in Baker Hughes’ U.S. Trademark Application Serial No. 85/402,715 are identical to 

goods sold and offered for sale by Respondent in connection with its mark VAC TECH.  Thus, 

Baker Hughes and Respondent are competitors in the field of downhole tools for removing 

debris from, and otherwise cleaning, wellbores and downhole casing and tubing. 

 37. Respondent’s mark VAC TECH is substantially similar to Baker Hughes’ mark 

VACS. 

 38. Respondent’s actual VAC TECH branded products that it advertises, promotes, 

sells, leases, offers for sale, and/or offers for lease are downhole tools for removing debris from, 

and otherwise cleaning, wellbores and downhole casing and tubing, which are identical to Baker 

Hughes’ VACS branded products that it advertises, promotes, sells, leases, offers for sale, and/or 

offers for lease. 

 39. The parties’ respective customers and potential customers for their respective 

downhole tools for removing debris from, and otherwise cleaning, wellbores and downhole 
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casing and tubing are virtually identical customer.  The advertising media for the parties’ 

respective downhole tools for removing debris from, and otherwise cleaning, wellbores and 

downhole casing and tubing, and the channels of distribution for these goods, are virtually 

identical.  

 40. Baker Hughes has been using its mark VACS on the goods listed in U.S. 

Trademark Application Serial No. 85/402,715 since at least as early as July 14, 1999.  Over the 

past 13 years Baker Hughes has built a substantial amount of goodwill in connection with its 

mark VACS, and customers have come to associate the mark VACS with the aforementioned 

products as emanating from a single source, namely Baker Hughes. 

 41. In addition, upon information and belief, Respondent had actual knowledge of 

Baker Hughes’ use of its mark VACS on goods that are identical to Respondent’s goods well 

before Respondent began using its mark on goods identical to Baker Hughes’ goods.  Thus, 

Respondent’s later adoption, use, and registration of its mark VAC TECH was intended to cause 

confusion among customer and potential customers.  In particular, Respondent, intending to 

capitalize on the goodwill established by Baker Hughes’ 13 years of use and unfairly compete 

with Baker Hugh by causing consumer confusion and diminishing the value of Baker Hughes’ 

mark VACS, began using the mark VAC TECH in connection with downhole tools for removing 

debris from, and otherwise cleaning, wellbores and downhole casing and tubing, and 

fraudulently, or otherwise, obtained the ‘313 Registration. 

42. In view of the similarity of the parties’ respective marks, goods identified by these 

marks, customers and potential customers of the goods identified by these marks, advertising 

media used to promote and advertise the goods identified by these marks, and channels of 

distribution used by the parties to sell and offer for sale their respective goods identified by these 
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marks, Respondent’s mark so resembles Baker Hughes’ mark as to be likely to cause the public 

to be confused, mistaken, or deceived into believing that Respondent’s goods originate from 

Baker Hughes or are in some way related to, associated with, or sponsored by Baker Hughes and, 

thus, Baker Hughes is damaged or otherwise harmed.  Accordingly, the likelihood of confusion 

created by Respondent’s mark VAC TECH damaged Baker Hughes and supports cancellation of 

the ‘313 Registration. 

D. Damage/Harm to Baker Hughes  

43. As set out above, Baker Hughes is being, and will continue to be damaged by the 

existence of Respondent’s ‘313 Registration, because the continued registration of the mark of 

the ‘313 Registration, to which Respondent is not entitled, creates a likelihood of confusion as to 

the source of Respondent’s goods and those of Baker Hughes.  Further, Respondent fraudulently 

obtained the ‘313 Registration in violation of federal law.  In addition, Respondent has asserted 

the ‘313 Registration as a basis to oppose Baker Hughes’ application for registration of its mark 

VACS.  Thus, the continued existence of the ‘313 Registration is being used, and will be used in 

the future, by Respondent to impair Baker Hughes’ ability to freely use and register Baker 

Hughes’ mark VACS. 

44. Baker Hughes does not believe that any additional fee is due in connection with 

this filing; however, the Commissioner is authorized any fees that may be due, or credit any 

overpayment, to Greenberg Traurig Deposit Account No. 50-2638, Order No. 104697.016300. 

 

PRAYER 

 WHEREFORE, Applicant/Petitioner Baker Hughes Incorporated prays that this First 

Amended Petition for Cancellation be granted, that Respondent’s trademark registration, U.S. 
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Trademark Registration No. 3,738,313, be cancelled, and for any and all further other relief that 

the Trademark Trial and Appeal Board may deem just and proper. 

       Respectfully submitted, 

DATED:  September 7, 2012    /Anthony F. Matheny/    
       Anthony F. Matheny 
       Mark G. Chretien 
       GREENBERG TRAURIG LLP 
       1000 Louisiana Street, Suite 1700 
       Houston, Texas 77002 
       Tel:  713-374-3583 
       Fax:  713-754-7583 
       E-mail:  mathenya@gtlaw.com 
 
       ATTORNEYS FOR APPLICANT/PETITIONER, 
       BAKER HUGHES INCORPORATED 
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CERTIFICATE OF SERVICE 
 

I hereby certify that on September 7, 2012, a true and correct copy of the foregoing First 
Amended Petition for Cancellation in Response to Opposer’s Motion to Dismiss was served by 
first class mail, postage prepaid, on the following: 
 

Joel D. Leviton  
Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, Minnesota 55402 
 
Russell N. Rippamonti 
Fish & Richardson P.C. 
1717 Main Street, Suite 5000 
Dallas, Texas 75201 
 

 
         /Anthony F. Matheny/   
         Anthony F. Matheny 



  

 
 
 
 
 
 
 
 
 
 
 

EXHIBIT A 
 



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 09/30/2008)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 77069596
Filing Date: 12/21/2006

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK VAC TECH

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT VAC TECH

*MARK STATEMENT
The mark consists of standard characters, without
claim to any particular font, style, size, or color.

APPLICANT INFORMATION

*OWNER OF MARK Wellbore Energy Solutions, LLC

*STREET 6127 Hwy. 90 E

INTERNAL ADDRESS P.O. Box 51325 Lafayette, LA 70505

*CITY Broussard

*STATE
(Required for U.S. applicants) Louisiana

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 70518

PHONE 337-288-8294

FAX 337-993-7970



EMAIL ADDRESS karceneaux@wellboreenergysolutions.com

AUTHORIZED TO COMMUNICATE VIA
EMAIL No

LEGAL ENTITY INFORMATION

*TYPE LIMITED LIABILITY COMPANY

*STATE/COUNTRY WHERE LEGALLY
ORGANIZED Louisiana

GOODS AND/OR SERVICES AND BASIS INFORMATION

* INTERNATIONAL CLASS 007

*DESCRIPTION Drilling machines; Drilling machines and parts therefor

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 
(if applicable)  

*TRANSLITERATION 
(if applicable)  

*CLAIMED PRIOR REGISTRATION
(if applicable)  

*CONSENT (NAME/LIKENESS) 
(if applicable)  

*CONCURRENT USE CLAIM 
(if applicable)  

ATTORNEY INFORMATION

NAME William P. Ramey, III

ATTORNEY DOCKET NUMBER 46463-K003US

FIRM NAME Winstead Sechrest & Minick P.C.

STREET 1450 Lake Robbins Drive

INTERNAL ADDRESS 600 Town Center One

CITY The Woodlands

STATE Texas

COUNTRY United States

ZIP/POSTAL CODE 77380

PHONE 281-681-5960

FAX 281-681-5901

EMAIL ADDRESS wramey@winstead.com



AUTHORIZED TO COMMUNICATE VIA
EMAIL Yes

OTHER APPOINTED ATTORNEY
Robert C. Shaddox, Henry L. Ehrlich and Rajesh D.
Patel

CORRESPONDENCE INFORMATION

*NAME William P. Ramey, III

FIRM NAME Winstead Sechrest & Minick P.C.

*STREET 1450 Lake Robbins Drive

INTERNAL ADDRESS 600 Town Center One

* CITY The Woodlands

* STATE
(Required for U.S. applicants) Texas

* COUNTRY United States

* ZIP/POSTAL CODE
(Required for U.S. applicants only) 77380

PHONE 281-681-5960

FAX 281-681-5901

* EMAIL ADDRESS wramey@winstead.com

*AUTHORIZED TO COMMUNICATE
VIA EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

TOTAL FEE DUE 275

SIGNATURE INFORMATION

* SIGNATURE /Rajesh D. Patel/

* SIGNATORY'S NAME Rajesh D. Patel

SIGNATORY'S POSITION Attorney

* DATE SIGNED 12/21/2006

FILING INFORMATION SECTION

SUBMIT DATE Thu Dec 21 15:50:30 EST 2006

TEAS STAMP

USPTO/FTK-38.100.144.240-
20061221155030945057-7706
9596-3603115e7afba231d6d4



4c3b491ca188fef-DA-283-20
061221153703201300



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 09/30/2008)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 77069596
Filing Date: 12/21/2006

To the Commissioner for Trademarks:

Correspondence Information: William P. Ramey, III

600 Town Center One

1450 Lake Robbins Drive

The Woodlands, Texas 77380

281-681-5960(phone)

281-681-5901(fax)

wramey@winstead.com (authorized)

A fee payment in the amount of $275 will be submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Rajesh D. Patel/   Date: 12/21/2006
Signatory's Name: Rajesh D. Patel
Signatory's Position: Attorney

RAM Sale Number: 283
RAM Accounting Date: 12/22/2006



Serial Number: 77069596
Internet Transmission Date: Thu Dec 21 15:50:30 EST 2006
TEAS Stamp: USPTO/FTK-38.100.144.240-200612211550309
45057-77069596-3603115e7afba231d6d44c3b4
91ca188fef-DA-283-20061221153703201300





  

 
 
 
 
 
 
 
 
 
 
 

EXHIBIT B 
 



From: TMDesignCodeComments

Sent: Thursday, December 28, 2006 00:08 AM

To: wramey@winstead.com

Subject: Notice of Pseudo Mark for Serial Number: 77069596

ATTORNEY REFERENCE
NUMBER:

46463-K003US

The USPTO may assign pseudo marks, as appropriate, to new applications to assist in searching the USPTO database for
conflicting marks.  They have no legal significance and will not appear on the registration certificate.

A PSEUDO MARK may be assigned to marks that include words, numbers, compound words, symbols, or acronyms that can
have alternative spellings or meanings.  For example, if the mark comprises the words 'YOU ARE' surrounded by a design of a
box, the pseudo mark field in the USPTO database would display the mark as 'YOU ARE SQUARE'.  A mark filed as 'URGR8'
would receive a pseudo mark of 'YOU ARE GREAT'.

You are not required to respond to this notice.  However, if you would like to suggest additions or changes to the pseudo mark
assigned to your mark, please send an email to TMDesignCodeComments@USPTO.GOV or call 1-800-786-9199 to speak to
a Customer Service representative.  No fee is necessary.  (Please include the serial number of your application on ALL
correspondence with the USPTO.)  The USPTO will review your request and update the record if appropriate.

The USPTO will not send any further response to your e-mail.  Check TESS in approximately two weeks to see if the
requested changes have been entered.  Requests deemed unnecessary or inappropriate will not be entered.

Pseudo marks assigned to the referenced serial number are listed below.



  

 
 
 
 
 
 
 
 
 
 
 

EXHIBIT C 
 





















































































































  

 
 
 
 
 
 
 
 
 
 
 

EXHIBIT D 
 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 77069596

LAW OFFICE ASSIGNED LAW OFFICE 108

MARK SECTION (no change)

ARGUMENT(S)

I.         REMARKS

            Merely Descriptive

            The Examining Attorney has rejected the mark "VAC TECH" as allegedly merely descriptive. 

The Examiner cites reproductions of web pages using the term "Vacuum".  However, no where is the

term "VAC" cited in connection with specific machines or drilling processes.  The word "VAC", without

more, does not describe or identify a particular drilling machine or a type of drilling operation.  The

Examiner contends that the term "VAC" merely describes vacuuming that is done as a part of the

drilling process.  The Examiner, however, has not shown that the oilfield industry uses the word "VAC".

  Furthermore, the documents cited by the Examiner show that "vac" is not solely a shortened version of

"vacuum".  Instead, "vac" may be a shortened version of several different words that have no relation to

"vacuum", e.g., vacancy and vacant.  Accordingly, the rejection is not proper and should be removed.

 

 
II.        CONCLUSION

Applicants respectfully request reconsideration of the present application and request that the Examiner call

Applicants' attorney at the below listed number if the Examiner believes that such a discussion would be

helpful. 

SIGNATURE SECTION

RESPONSE SIGNATURE /William P. Ramey, III/

SIGNATORY'S NAME William P. Ramey, III

SIGNATORY'S POSITION Attorney for Applicant

DATE SIGNED 09/14/2007

AUTHORIZED SIGNATORY YES



FILING INFORMATION SECTION

SUBMIT DATE Fri Sep 14 17:56:14 EDT 2007

TEAS STAMP

USPTO/ROA-38.114.212.125-
20070914175614120757-7706
9596-40028df9055d5f8cdf87
adf917ad9bdddc6-N/A-N/A-2
0070914175303931955

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 77069596 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:
I.         REMARKS

            Merely Descriptive

            The Examining Attorney has rejected the mark "VAC TECH" as allegedly merely descriptive.  The

Examiner cites reproductions of web pages using the term "Vacuum".  However, no where is the term

"VAC" cited in connection with specific machines or drilling processes.  The word "VAC", without more,

does not describe or identify a particular drilling machine or a type of drilling operation.  The Examiner

contends that the term "VAC" merely describes vacuuming that is done as a part of the drilling process. 

The Examiner, however, has not shown that the oilfield industry uses the word "VAC".  Furthermore, the

documents cited by the Examiner show that "vac" is not solely a shortened version of "vacuum".  Instead,

"vac" may be a shortened version of several different words that have no relation to "vacuum", e.g.,

vacancy and vacant.  Accordingly, the rejection is not proper and should be removed.

 

 
II.        CONCLUSION

Applicants respectfully request reconsideration of the present application and request that the Examiner call

Applicants' attorney at the below listed number if the Examiner believes that such a discussion would be helpful.

 

SIGNATURE(S)
Response Signature



Signature: /William P. Ramey, III/     Date: 09/14/2007
Signatory's Name: William P. Ramey, III
Signatory's Position: Attorney for Applicant

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

        

Serial Number: 77069596
Internet Transmission Date: Fri Sep 14 17:56:14 EDT 2007
TEAS Stamp: USPTO/ROA-38.114.212.125-200709141756141
20757-77069596-40028df9055d5f8cdf87adf91
7ad9bdddc6-N/A-N/A-20070914175303931955



  

 
 
 
 
 
 
 
 
 
 
 

EXHIBIT E 
 



To: Wellbore Energy Solutions, LLC (wramey@winstead.com)

Subject: TRADEMARK APPLICATION NO. 77069596 - VAC TECH - 46463-
K003US

Sent: 10/2/2007 6:43:36 PM

Sent As: ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO:           77/069596
 
    MARK: VAC TECH          
 

 
        

*77069596*
    CORRESPONDENT ADDRESS:
          WILLIAM P. RAMEY, III        
          WINSTEAD SECHREST & MINICK P.C.        
          600 TOWN CENTER ONE
          1450 LAKE ROBBINS DRIVE 
          THE WOODLANDS, TX 77380

 
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT:           Wellbore Energy Solutions,
LLC          
 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          46463-K003US        
    CORRESPONDENT E-MAIL ADDRESS: 
           wramey@winstead.com

 

 
 

EXAMINER’S AMENDMENT
 

 
ISSUE/MAILING DATE: 10/2/2007
 
OFFICE SEARCH:  The examining attorney has searched the Office records and has found no similar
registered or pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C.
Section 1052(d).  TMEP Section 704.02.  
 

AMENDMENT: In accordance with the authorization granted by William P. Ramey, III on October 2,
2007, the application has been AMENDED as indicated below.  Please advise the undersigned
immediately if there is an objection to the amendment.    Otherwise, no response is necessary. TMEP
§707.

 
SUPPLEMENTAL REGISTER:  The application is amended to the Supplemental Register.  Trademark
Act Section 23, 15 U.S.C. §1091; 37 C.F.R. §§2.47 and 2.75(a); TMEP §§801.02(b), 815 and 816 et seq. 



 
DISCLAIMER:  The following disclaimer statement is added to the record:
 

No claim is made to the exclusive right to use “TECH” apart from the mark as shown.
 
15 U.S.C. §1056; TMEP §§1213, 1213.03(a) and 1213.08(a)(i).
 
 
 
 
 
 
 

/AndreaRHack/
Andrea R. Hack
Trademark Examining Attorney
Law Office 108
Ph: 571.272.5413
Fax: 571.273.5413

 
STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
 



To: Wellbore Energy Solutions, LLC (wramey@winstead.com)

Subject: TRADEMARK APPLICATION NO. 77069596 - VAC TECH - 46463-
K003US

Sent: 10/2/2007 6:43:37 PM

Sent As: ECOM108@USPTO.GOV

Attachments:

                                                                
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 10/2/2007 FOR
APPLICATION SERIAL NO. 77069596

 
Please follow the instructions below to continue the prosecution of your application:
  
VIEW OFFICE ACTION: Click on this link
http://portal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77069596&doc_type=EXA&mail_date=20071002
(or copy and paste this URL into the address field of your browser), or visit
http://portal.uspto.gov/external/portal/tow and enter the application serial number to access the
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this notification.
 
RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if a
response is required; (2) how to respond; and (3) the applicable response time period. Your response
deadline will be calculated from 10/2/2007.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System response form at
http://www.uspto.gov/teas/eTEASpageD.htm.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

1. The USPTO will NOT send a separate e-mail with the Office action attached.
 
2. Failure to file any required response by the applicable deadline will result in the
ABANDONMENT of your application.
 



 
 



  

 
 
 
 
 
 
 
 
 
 
 

EXHIBIT F 
 









































  

 
 
 
 
 
 
 
 
 
 
 

EXHIBIT G 
 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 77069596

LAW OFFICE ASSIGNED LAW OFFICE 108

MARK SECTION (no change)

ARGUMENT(S)

The present paper is filed in response to the Office Action mailed October 23, 2007.  No further fees are believed due,

however, should any fees be due, the Commissioner is authorized to charge said fees, or credit any overpayment, to

Winstead Deposit Account No. 23-2426.

I.          REMARKS

            Allegation of use

Applicant respectfully files the accompanying statement of use and requests registration on the

Supplemental Register pursuant to at least Trademark Act Section 23, 15 USC §1091. Applicant

respectfully requests reconsideration.

 
II.        CONCLUSION

Applicants respectfully request reconsideration of the present application and request that the Examiner call
Applicants' attorney at the below listed number if the Examiner believes that such a discussion would be
helpful. 

SIGNATURE SECTION

DECLARATION SIGNATURE /William P. Ramey, III/

SIGNATORY'S NAME William P. Ramey, III

SIGNATORY'S POSITION Attorney for Applicant

DATE SIGNED 04/23/2008

RESPONSE SIGNATURE /William P. Ramey, III/

SIGNATORY'S NAME William P. Ramey, III

SIGNATORY'S POSITION Attorney for Applicant

DATE SIGNED 04/23/2008

AUTHORIZED SIGNATORY YES



FILING INFORMATION SECTION

SUBMIT DATE Wed Apr 23 12:29:34 EDT 2008

TEAS STAMP

USPTO/ROA-38.114.212.125-
20080423122934910057-7706
9596-42094aa23b8a9d14169d
b31be8eac9f4633-N/A-N/A-2
0080423121804005570

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 77069596 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The present paper is filed in response to the Office Action mailed October 23, 2007.  No further fees are believed due,

however, should any fees be due, the Commissioner is authorized to charge said fees, or credit any overpayment, to Winstead

Deposit Account No. 23-2426.

I.          REMARKS

            Allegation of use

Applicant respectfully files the accompanying statement of use and requests registration on the

Supplemental Register pursuant to at least Trademark Act Section 23, 15 USC §1091. Applicant

respectfully requests reconsideration.

 
II.        CONCLUSION

Applicants respectfully request reconsideration of the present application and request that the Examiner call
Applicants' attorney at the below listed number if the Examiner believes that such a discussion would be helpful. 
SIGNATURE(S)
Declaration Signature
If the applicant is seeking registration under Section 1(b) and/or Section 44 of the Trademark Act, the
applicant had a bona fide intention to use or use through the applicant's related company or licensee the
mark in commerce on or in connection with the identified goods and/or services as of the filing date of the
application. 37 C.F.R. Secs. 2.34(a)(2)(i); 2.34 (a)(3)(i); and 2.34(a)(4)(ii). If the applicant is seeking
registration under Section 1(a) of the Trademark Act, the mark was in use in commerce on or in
connection with the goods or services listed in the application as of the application filing date. 37 C.F.R.
Secs. 2.34(a)(1)(i). The undersigned, being hereby warned that willful false statements and the like so
made are punishable by fine or imprisonment, or both, under 18 U.S.C. §1001, and that such willful false
statements may jeopardize the validity of the application or any resulting registration, declares that he/she



is properly authorized to execute this application on behalf of the applicant; he/she believes the applicant
to be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. §1051(b), he/she believes applicant to be entitled to use such mark in commerce; to the
best of his/her knowledge and belief no other person, firm, corporation, or association has the right to use
the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to be
likely, when used on or in connection with the goods/services of such other person, to cause confusion, or
to cause mistake, or to deceive; that if the original application was submitted unsigned, that all statements
in the original application and this submission made of the declaration signer's knowledge are true; and all
statements in the original application and this submission made on information and belief are believed to
be true.

Signature: /William P. Ramey, III/      Date: 04/23/2008
Signatory's Name: William P. Ramey, III
Signatory's Position: Attorney for Applicant

Response Signature
Signature: /William P. Ramey, III/     Date: 04/23/2008
Signatory's Name: William P. Ramey, III
Signatory's Position: Attorney for Applicant

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

        

Serial Number: 77069596
Internet Transmission Date: Wed Apr 23 12:29:34 EDT 2008
TEAS Stamp: USPTO/ROA-38.114.212.125-200804231229349
10057-77069596-42094aa23b8a9d14169db31be
8eac9f4633-N/A-N/A-20080423121804005570
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EXHIBIT I 
 



PTO Form 1553 (Rev 9/2005)

OMB No. 0651-0054 (Exp. 09/30/2011)

Trademark/Service Mark Amendment to Allege Use
(15 U.S.C. Section 1051(c))

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 77069596

LAW OFFICE ASSIGNED LAW OFFICE 108

NOTICE OF ALLOWANCE NO

EXTENSION OF USE NO

REQUEST TO DIVIDE NO

MARK SECTION

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT VAC TECH

OWNER SECTION (no change)

ATTORNEY SECTION (current)

NAME William P. Ramey, III

FIRM NAME Winstead PC

CITY P.O.

STATE Box

POSTAL CODE 50784

COUNTRY United States

PHONE 281-681-5960

FAX 214-745-5390

ATTORNEY DOCKET NUMBER 46463-K003US

ATTORNEY SECTION (proposed)

NAME William P. Ramey, III

FIRM NAME Winstead PC



STREET P.O. Box 50784

CITY Dallas

STATE Texas

POSTAL CODE 75201

COUNTRY United States

PHONE 281-681-5960

FAX 214-745-5390

ATTORNEY DOCKET NUMBER 46463-K003US

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 007

CURRENT IDENTIFICATION Drilling machines; Drilling machines and parts therefor

GOODS OR SERVICES KEEP ALL LISTED

FIRST USE ANYWHERE DATE 05/31/2008

FIRST USE IN COMMERCE DATE 05/31/2008

SPECIMEN FILE NAME(S)
\\TICRS\EXPORT4\IMAGEOUT4
\770\695\77069596\xml1\AA U0002.JPG

SPECIMEN DESCRIPTION hang tag with the mark printed clearly thereon

PAYMENT SECTION

NUMBER OF CLASSES 1

SUBTOTAL AMOUNT 100

TOTAL AMOUNT 100

SIGNATURE SECTION

SIGNATURE /WPR/

SIGNATORY'S NAME William P. Ramey

SIGNATORY'S POSITION Attorney of record

DATE SIGNED 11/17/2008

FILING INFORMATION

SUBMIT DATE Mon Nov 17 18:43:06 EST 2008

TEAS STAMP

USPTO/AAU-38.96.192.188-2
0081117184306590172-77069
596-400ba22ed7c4c967f4ae4
3021f5ee46d5a8-DA-4282-20



081117183828946461



PTO Form 1553 (Rev 9/2005)

OMB No. 0651-0054 (Exp. 09/30/2011)

Trademark/Service Mark Amendment to Allege Use
(15 U.S.C. Section 1051(c))

To the Commissioner for Trademarks:







PTO Form (Rev 4/2000)

OMB No. 0651-.... (Exp. 08/31/2004)

Request for Reconsideration after Final Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 77069596

LAW OFFICE ASSIGNED LAW OFFICE 108

MARK SECTION (no change)

ADDITIONAL STATEMENTS SECTION

SUPPLEMENTAL REGISTER

The applicant seeks registration of the mark on the
Supplemental Register (i.e., a change of the words 'Principal
Register' to 'Supplemental Register'). NOTE: The applicant
has separately filed an Allegation of Use, to change the basis
of this application from Section 1(b), intent-to-use, to Section
1(a), use in commerce.

SIGNATURE SECTION

RESPONSE SIGNATURE /WPR/

SIGNATORY'S NAME William P. Ramey, III

SIGNATORY'S POSITION Attorney of record

DATE SIGNED 11/17/2008

AUTHORIZED SIGNATORY YES

CONCURRENT APPEAL NOTICE FILED NO

FILING INFORMATION SECTION

SUBMIT DATE Mon Nov 17 18:46:18 EST 2008

TEAS STAMP

USPTO/RFR-38.96.192.188-2
0081117184618610286-77069
596-430417c9045ae5529f4d7
c22b23f28db72-N/A-N/A-200
81117183752220917

PTO Form (Rev 4/2000)



OMB No. 0651-.... (Exp. 08/31/2004)

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77069596 has been amended as follows:

ADDITIONAL STATEMENTS 
Supplemental Register 
The applicant seeks registration of the mark on the Supplemental Register (i.e., a change of the words
'Principal Register' to 'Supplemental Register'). NOTE: The applicant has separately filed an Allegation of
Use, to change the basis of this application from Section 1(b), intent-to-use, to Section 1(a), use in
commerce.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /WPR/     Date: 11/17/2008
Signatory's Name: William P. Ramey, III
Signatory's Position: Attorney of record

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        

Serial Number: 77069596
Internet Transmission Date: Mon Nov 17 18:46:18 EST 2008
TEAS Stamp: USPTO/RFR-38.96.192.188-2008111718461861
0286-77069596-430417c9045ae5529f4d7c22b2
3f28db72-N/A-N/A-20081117183752220917



Side - 1

  NOTICE OF ABANDONMENT
  MAILING DATE: Nov 19, 2008

The trademark application identified below was abandoned because the applicant's response failed to meet
the relevant statutory and/or regulatory requirements.

SERIAL NUMBER: 77069596
MARK: VAC TECH
OWNER: Wellbore Energy Solutions, LLC

Side - 2

UNITED STATES PATENT AND TRADEMARK OFFICE
COMMISSIONER FOR TRADEMARKS
P.O. BOX 1451
ALEXANDRIA, VA  22313-1451

FIRST-CLASS
MAIL

U.S POSTAGE
PAID

William P. Ramey, III
Winstead PC
P.O. Box 50784
Dallas , TX   75201



UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO:          77/069596
 
    MARK: VAC TECH          
 

 
        

*77069596*
    CORRESPONDENT ADDRESS:
          William P. Ramey, III   
          Winstead PC     
          P.O. Box 50784
          Dallas TX 75201          
           

 
 
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 
 

 
    APPLICANT:         Wellbore Energy Solutions,
LLC             
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          46463-K003US        
    CORRESPONDENT E-MAIL ADDRESS: 
           

 

 
 

ABANDONED – INCOMPLETE RESPONSE TO FINAL ACTION
 
ISSUE/MAILING DATE:
 
 
This Office has declared the application abandoned for failure to file a complete response to the Office
action.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  See TMEP §§718.03 and 718.03(a).  Applicant’s letter
filed on November 17, 2008. is an incomplete response to the Office action issued/mailed on May 15,
2008 because the specimen is refused as detailed below. 
 
Specimen Unacceptable
 
The originally submitted specimen is unacceptable because it appears to be temporary in nature. 
Specifically, the specimen is identified as a hang tag for drilling machines and parts therefore.  The
specimen appears as a photocopied piece of paper that appears to have the words “VAC TEC” applied
using a label maker or similar printing device.  The specimen does not appear to be a valid use of the mark
in commerce. 
 
Because the specimen does not support use, the mark may not be amended to the Supplemental Register. 
Trademark Act Section 23, 15 U.S.C. §1091; 37 C.F.R. §§2.47 and 2.75(a); TMEP §§801.02(b), 815 and
816 et seq.
 
For the above reasons, the applicant’s response does not overcome the final refusal to register the mark as
being merely descriptive of the goods.  See 15 U.S.C. §1052(e)(1); 37 C.F.R. §2.64(a). 
 



PLEASE NOTE:  When a trademark examining attorney holds an application abandoned for failure to
file a complete response, applicant may not file a petition to revive under 37 C.F.R. §2.66, based on
unintentional delay.  TMEP §§715.03(a) and 1714.01(f)(ii).  However, applicant may file a petition to the
Director under 37 C.F.R. §2.146 to request a reversal of the holding of abandonment.  The Director will
reverse the holding only if there is clear error or abuse of discretion.  TMEP §1713. For information on
filing a petition to the Director, see TMEP §1705 available at the USPTO website at
www.uspto.gov/main/trademarks.htm
 
If the applicant files a petition to the Director, the petition should be sent to the following address:
 
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA  22313-1451
 
 
 

/AndreaRHack/
Andrea R. Hack
Trademark Examining Attorney
Law Office 108
Ph: 571.272.5413
Fax: 571.273.5413
email: Andrea.Hack@uspto.go

 
STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
 
 
 
 
 



























UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO:           77/069596
 
    MARK: VAC TECH          
 

 
        

*77069596*
    CORRESPONDENT ADDRESS:
          William P. Ramey, III     
          Winstead PC      
          P.O. Box 50784
          Dallas TX 75201
           

 
RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT:           Wellbore Energy Solutions,
LLC          
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          46463-K003US        
    CORRESPONDENT E-MAIL ADDRESS: 
           

 

 
 

OFFICE ACTION
 
TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.
 
ISSUE/MAILING DATE:
 
 
This Office action supersedes the abandonment notice dated November 19, 2008, which was in error. 
Upon further examination, the application should not have been abandoned; rather, an Office action
requiring an acceptable specimen showing use of the mark in commerce with the listed goods should have
issued.  The examining attorney regrets the error and any inconvenience.
 
A requirement to provide a valid specimen is now issued. 
 
Specimens Unacceptable
 
            April 1, 2009 Specimen
 
The specimen submitted on April 1, 2009 is not acceptable because it consists of advertising material for
goods.  Section 45 of the Trademark Act requires use “on the goods or their containers or the displays
associated therewith or on tags or labels affixed thereto.”   15 U.S.C. §1127; see 37 C.F.R. §2.56(b)(1);
TMEP §§904.04(b)-(c).  Applicant lists the specimen as “brochure/advertising material” which appears to
be an acknowledgement that the specimen consists of advertising.
 



Material that functions merely to tell prospective purchasers about the goods, or to promote the sale of the
goods, is unacceptable to show trademark use.  Indeed, invoices, business cards, announcements, price
lists, listings in trade directories, order forms, bills of lading, leaflets, brochures, advertising circulars and
other printed advertising material, while normally acceptable for showing use in connection with services,
generally are not acceptable specimens for showing trademark use in connection with goods.  See In re
MediaShare Corp., 43 USPQ2d 1304, 1307 (TTAB 1997); In re Schiapparelli Searle, 26 USPQ2d 1520,
1522 (TTAB 1993); TMEP §§904.0(b)-(c). 
 
An amendment to allege use must include a specimen showing the applied-for mark in use in commerce
for each class of goods specified in the amendment to allege use.  Trademark Act Sections 1 and 45, 15
U.S.C. §§1051, 1127; 37 C.F.R. §§2.56, 2.76(b)(2); TMEP §§904, 904.07(a), 1104.09(e).
 
Therefore, applicant must submit the following:
 

(1)   A substitute specimen showing the mark in use in commerce for each class of goods specified
in the amendment to allege use; and

 
(2)   The following statement, verified with an affidavit or signed declaration under 37 C.F.R.
§2.20:  “ The substitute specimen was in use in commerce prior to the filing of the
amendment to allege use.”   37 C.F.R. §2.59(b)(1);TMEP §904.05.  If submitting a specimen
requires an amendment to the dates of use, applicant must also verify the amended dates.  37
C.F.R. §2.71(c).

 
Examples of specimens for goods are tags, labels, instruction manuals, containers, photographs that show
the mark on the goods or packaging, or displays associated with the goods at their point of sale.  TMEP
§§904.03 et seq.
 
            November 17, 2008 Specimen           
 
The specimen submitted on November 17, 2008 is unacceptable because it appears to be temporary in
nature.  Specifically, the specimen is identified as a hang tag for drilling machines and parts therefor.  The
specimen appears as a photocopied piece of paper that appears to have the words “VAC TEC” applied
using a label maker or similar printing device.  The specimen does not appear to be a valid use of the mark
in commerce. 
            Specimen Requirement
 
Therefore, applicant must submit the following:
 

(2)   A substitute specimen showing the mark in use in commerce for each class of goods specified
in the amendment to allege use; and

 
(3)   The following statement, verified with an affidavit or signed declaration under 37 C.F.R.
§2.20:  “ The substitute specimen was in use in commerce prior to the filing of the
amendment to allege use.”   37 C.F.R. §2.59(b)(1);TMEP §904.05.  If submitting a specimen
requires an amendment to the dates of use, applicant must also verify the amended dates.  37
C.F.R. §2.71(c).

 
Examples of specimens for goods are tags, labels, instruction manuals, containers, photographs that show
the mark on the goods or packaging, or displays associated with the goods at their point of sale.  TMEP



§§904.03 et seq.
 
Applicant may not withdraw the amendment to allege use as the application is for the Supplemental
Register.  37 C.F.R. §§2.47(d), 2.75(b); TMEP §§815.02, 1102.03. 
 
Pending a proper response, registration is refused because the specimen does not show the applied-for
mark in use in commerce as a trademark.  15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.56, 2.76;TMEP §§904,
904.07(a), 1104.09(e).
 
 
Response Guidelines
 
Applicant should include the following information on all correspondence with the Office:  (1) the name
and law office number of the trademark examining attorney, (2) the serial number and filing date of the
application, (3) the mailing date of this Office action, (4) applicant’s name, address, telephone number
and e-mail address (if applicable), and (5) the mark.  37 C.F.R. §2.194(b)(1); TMEP §302.03(a).
 
Applicant should also set forth a current business address in its response.  37 C.F.R. §2.32(a)(4); TMEP §
803.05.
 
If applicant has questions about its application or needs assistance in responding to this Office action,
please telephone the assigned trademark examining attorney.  The examining attorney may be able to
resolve issues in the Office action through an examiner’s amendment.   Therefore, to expedite handing of
this application, the applicant is encouraged to telephone or email the examining attorney.
 
Should the applicant opt for a written response, to expedite prosecution of this application, applicant is
encouraged to file its response to this Office action online via the Trademark Electronic Application
System (TEAS), which is available at http://www.uspto.gov/teas/index.html.
 
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT FEE: 
TEAS Plus applicants should submit the following documents using the Trademark Electronic Application
System (TEAS) at http://www.uspto.gov/teas/index.html:  (1) written responses to Office actions; (2)
preliminary amendments; (3) changes of correspondence address; (4) changes of owner’s address; (5)
appointments and revocations of attorney; (6) amendments to allege use; (7) statements of use; (8)
requests for extension of time to file a statement of use, and (9) requests to delete a §1(b) basis.  If any of
these documents are filed on paper, they must be accompanied by a $50 per class fee.  37 C.F.R.
§§2.6(a)(1)(iv) and 2.23(a)(i).  Telephone responses will not incur an additional fee.  NOTE:  In addition
to the above, applicant must also continue to accept correspondence from the Office via e-mail throughout
the examination process in order to avoid the additional fee.  37 C.F.R. §2.23(a)(2).
 
 
 
 

/AndreaRHack/
Andrea R. Hack
Trademark Examining Attorney
Law Office 108
Ph: 571.272.5413



Fax: 571.273.5413
email: Andrea.Hack@uspto.go
 

 
RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the
form at http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action via e-mail.  For technical assistance with the form, please e-mail
TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned examining
attorney.  Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed
responses.
 
If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.
 
STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
 
 
 
 
 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/30/2011)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 77069596

LAW OFFICE ASSIGNED LAW OFFICE 108

MARK SECTION (no change)

ARGUMENT(S)

In response to the rejection of the specimen of use submitted April 1, 2009, Applicant respectfully
asserts that the characterization of the specimen in the Allegation of Use as "brochure/advertising" was a
misnomer on Applicant's part.  Rather, Applicant respectfully submits that the specimen functions as a
point of sale display closely associated with the goods in the course of trade and in the customary
method of presenting the goods to prospective customers.  Applicant would also respectfully point out
that the nature of the goods is such that applying or affixing the mark directly onto the product itself by
marking or stamping is not feasible or desirable because the product is used in down hole oil drilling
operations.  Because the product is a highly engineered tool that operates within well casing to precise
specifications of dimension, tolerance, and performance, any markings on the tool are to be avoided. 
 
For these reasons, Applicant asserts that the specimen document is suitable to show trademark use
because it serves to identify the source of the goods at the point of sale in the ordinary course of trade
that is customary for goods of this type in the relevant marketplace and industry.  Accordingly,
Applicant respectfully requests that the rejection of the specimen be withdrawn and that the application
proceed to registration.
 
In the alternative, Applicant requests to amend the application back to the Principal Register and to
withdraw the Allegation of Use pursuant to 37 CFR §2.76(h).  Under 37 CFR §2.76(h), Applicant may
withdraw the Allegation of Use for any reason prior to publication.  In this case, the subject application
has not been published.

ADDITIONAL STATEMENTS SECTION

MISCELLANEOUS STATEMENT
Please delete the amendment to the Supplemental Register
and please withdraw the allegation of use.

SIGNATURE SECTION

RESPONSE SIGNATURE /William P. Ramey, III/

SIGNATORY'S NAME William P. Ramey, III

SIGNATORY'S POSITION Attorney of record, Texas bar member

DATE SIGNED 11/13/2009



AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Nov 13 14:55:14 EST 2009

TEAS STAMP

USPTO/ROA-97.65.237.198-2
0091113145514113843-77069
596-4609295616877e2cbe577
471b5bf5e5a37-N/A-N/A-200
91113134639797644

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/30/2011)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 77069596 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In response to the rejection of the specimen of use submitted April 1, 2009, Applicant respectfully asserts
that the characterization of the specimen in the Allegation of Use as "brochure/advertising" was a
misnomer on Applicant's part.  Rather, Applicant respectfully submits that the specimen functions as a
point of sale display closely associated with the goods in the course of trade and in the customary method
of presenting the goods to prospective customers.  Applicant would also respectfully point out that the
nature of the goods is such that applying or affixing the mark directly onto the product itself by marking or
stamping is not feasible or desirable because the product is used in down hole oil drilling operations. 
Because the product is a highly engineered tool that operates within well casing to precise specifications
of dimension, tolerance, and performance, any markings on the tool are to be avoided. 
 
For these reasons, Applicant asserts that the specimen document is suitable to show trademark use because
it serves to identify the source of the goods at the point of sale in the ordinary course of trade that is
customary for goods of this type in the relevant marketplace and industry.  Accordingly, Applicant
respectfully requests that the rejection of the specimen be withdrawn and that the application proceed to
registration.
 
In the alternative, Applicant requests to amend the application back to the Principal Register and to
withdraw the Allegation of Use pursuant to 37 CFR §2.76(h).  Under 37 CFR §2.76(h), Applicant may
withdraw the Allegation of Use for any reason prior to publication.  In this case, the subject application
has not been published.

ADDITIONAL STATEMENTS 
Please delete the amendment to the Supplemental Register and please withdraw the allegation of use.



SIGNATURE(S)
Response Signature
Signature: /William P. Ramey, III/     Date: 11/13/2009
Signatory's Name: William P. Ramey, III
Signatory's Position: Attorney of record, Texas bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

        

Serial Number: 77069596
Internet Transmission Date: Fri Nov 13 14:55:14 EST 2009
TEAS Stamp: USPTO/ROA-97.65.237.198-2009111314551411
3843-77069596-4609295616877e2cbe577471b5
bf5e5a37-N/A-N/A-20091113134639797644


